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Remarks 

Reconsideration of this Application is respectfully requested. 

Upon entry of the foregoing amendment, claims 1-20 are pending in the application, with 
claims 1, 14, 16 and 20 being the independent claims. Claims 1 and 20 have been amended to 
more clearly point out and distinctly claim the subject matter of the present invention. 
Descriptive support for the amendment is found in the specification as filed. As such, the 
amendment is believed to introduce no new matter, and its entry is respectfully requested. 

Claims 1-5 and 7-20 stand rejected under 35 U.S.C. § 102(b) as being allegedly 
anticipated by U.S. Patent No. 3,524,575 to Hurkmans et al (hereinafter "Hurkmans"). Claims 
1-4, 10 and 20 stand rejected under 35 U.S.C. § 102(b) as being allegedly anticipated by U.S. 
Patent No. 5,996,876 to Dickhoff et al (hereinafter "Dickhoff '). Claim 6 stands rejected under 
35 U.S.C. § 103(a) as being allegedly unpatentable over Hurkmans. Claim 6 stands rejected 
under 35 U.S.C. § 103(a) as being allegedly unpatentable over Dickhoff. Based on the above 
amendment and the following Remarks, Applicants respectfully request that the examiner 
reconsider all outstanding objections and rejections and they be withdrawn. 

I. Claims 1-5 and 7-20 Are Patentable Over Hurkmans 

Claims 1-5 and 7-20 stand rejected under 35 U.S.C. § 102(b) as being allegedly 
anticipated by Hurkmans. For the following reasons, this rejection is respectfully traversed. 

Independent claims 1, 14, 16 and 20 recite elements that Hurkmans fails to teach or even 
fairly suggest. Claim 1 recites that the "main body, including at least one leg-bending portion, 
and a staple crown-forming portion [are] reciprocatingly interconnected." Claim 14 recites that 
the "main body, that includes at least one leg-bending portion, [is] interconnected with a staple 
crown-forming portion by a take-up device configured to permit reciprocation of said staple 
crown-forming portion relative to said main body portion." Claim 16 recites that the "crown- 
forming portion [is] displaceably interconnected by an elastic element to a main body portion 
including said first leg-bending portion and said second leg-bending portion." Claim 20 recites a 
"main body portion, including at least one leg-bending portion, and a staple-crown forming 
portion, said main body portion being connected in a reciprocating manner to said staple crown- 



DM_US\8239027.v3 



-8- Applicant: STRAAT et ai 

Appl. No. 10/065,048 

forming portion." Therefore, each of the independent claims recites that the crown-forming 
portion either reciprocate or be displaceable relative to the main body portion, which, as noted in 
the claim language above, includes at least one leg-bending portion. 

As discussed in greater detail in the Applicants' previous responses, Hurkmans fails to 
disclose a staple forming device including a crown-forming device which reciprocates or is 
displaceable relative to the main body portion. This recitation of the independent claims is 
inherently missing from Hurkmans because the main body portion, the leg-bending portions and 
the crown-forming portion, as shown are formed from a single main body portion 90 in 
Hurkmans (figure 6). In order to sustain the Hurkmans rejection, the Examiner has alleged that 
the main body portion includes the upper arm control member 85 of Hurkmans (figure 5). 
However, even if the crown-forming portion 96 does reciprocate relative to the upper arm control 
member 85, as suggested by the Examiner, such a reading of the recitation of the main body 
portion is inconsistent with the independent claims when read as a whole. Most notably, as 
recited in the claims 1, 14, 16 and 20, the main body portion includes at least one leg-bending 
portion, which element 85 (a upper arm control member) of Hurkmans inherently fails to include. 
In the previous office actions, the Examiner has failed to identify a main body portion in 
Hurkmans which includes at least one leg-bending portion. 

Therefore, for the reasons stated above and for additional reasons discussed in previous 
responses to office actions, Hurkmans fails to disclose each and every element of the independent 
claims 1, 14, 16 and 20. In view of the above, Applicants request the reconsideration and 
withdrawal of the rejection of claims 1, 14, 16 and 20 under 35 U.S.C. § 102(b). Applicants 
believe that claims 1, 14, 16 and 20 are now allowable. 

Applicants submit that claims 2-13, 15, and 17-19 are also now allowable over 
Hurkmans. As dependent claims inherently include all the elements from claims from which 
they depend, the dependent claims 2-13, 15, and 17-19 should also be allowable as being 
dependent from allowable claims 1, 14 and 16. 

n. Claims 1-4. 10 and 20 Are Patentable Over Dickhoff 
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Claims 1-4, 10 and 20 stand rejected under 35 U.S.C, § 102(b) as being allegedly 
anticipated by Dickhoff. For the following reasons, this rejection is respectfully traversed. 

Upon entry of the above Amendment, claims 1 and 20 now recite that the main body 
portion includes at least one "leg-bending portion extending in a substantiallv downward 
direction" with the elastic element biasing said staple crown-forming portion away from said 
main body portion and "permitting said staple crown-forming portion to yield in a substantiallv 
upward direction and toward said main body portion during staple blank bending." Dickoff fails 
to disclose a crown-forming portion capable of yielding in a substantially upward direction 
during staple blank bending. 

Dickhoff discloses a stapling device including a staple forming member 7 with two leg 
bending portions extending in a downward direction (see FIG. 1). The stapling device also 
includes a staple driving means 6 positioned between the leg bending portions, in abutting 
engagement on three sides with the staple forming member 7 (see FIG. 1). During staple 
bending, however, the staple forming member 7 and the staple driving means 6 move together in 
a downward direction, forming a staple from a wire 11. After bending the staple, the driving 
means 6 continues downward, driving the formed staple into a sheet stack 10 (see FIGS. 2r5). 
Once the formed staple is driven into the sheet stack 10, the staple forming member 7 and driving 
means 6 return to their original positions (see FIG. 1). 

Dickhoff fails to disclose or even fairly suggest a crown-forming portion that yields in a 
substantially upward direction during the bending of the staple blank. Even in the case where the 
Examiner alleges that the staple driving means 6 is a crown-forming portion, the structure of the 
staple driving means 6 and the staple forming member 7 of Dickoff inherently show that the 
driving means is incapable of yielding in substantially upward direction during the bending of a 
staple blank. In fact, Dickoff actually teaches away from the crown-forming portion yielding in a 
substantially upward direction during the bending of the staple blank by the fact that the staple 
driving means 6 must, according to the teachings in Dickoff, function as a staple driver. Further, 
the driving means 6 of Dickoff must not yield in an upward direction, because, if it did, the 
driving means would be incapable of forcing the staple through the sheet stack 10 or of 
functioning as a driving means. 
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Therefore, Dickhoff fails, inter alia, to disclose each and every element of the 
independent claims 1 and 20. In view of the above, Applicants request the reconsideration and 
withdrawal of claims land 20 under 35 U.S.C. § 102(b). Applicants believe that claims 1 and 20 
are now allowable. 

Applicants submit that claims 2-4 and 10 are also now allowable over Dickoff. As 
dependent claims inherently include all the elements from claims from which they depend, the 
dependent claims 2-4 and 10 should also be allowable as being dependent from allowable claims 
1 and 20. 

in. Claim 6 Is Allowable Over Hurkmans 

Claim 6 stands rejected under 35 U.S.C. § 103(a) as being allegedly unpatentable over 
Hurkmans. Applicants respectfully request that the Examiner reconsider and withdraw the above 
rejection in view of the following: 

As dependent claims inherently include all the elements from claims from which they 
depend, the dependent claim 6 should also be allowable as being dependent from allowable claim 
1. 

Given the above, Applicants respectfully request that the rejection of claim 6 under 35 
U.S.C. § 103(a) over Hurkmans be reconsidered and withdrawn. 

IV. Claim 6 Is Allowable Over Dickhoff 

Claim 6 stands rejected under 35 U.S.C. § 103(a) as being allegedly unpatentable over 
Dickhoff. Applicants respectfully request that the Examiner reconsider and withdraw the above 
rejection in view of the following: 

As dependent claims inherently include all the elements from claims from which they 
depend, the dependent claim 6 should also be allowable as being dependent from allowable claim 
1. 

Given the above, Applicants respectfully request that the rejection of claim 6 under 35 
U.S.C. § 103(a) over Dickhoff be reconsidered and withdrawn. 
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Conclusion 



AH of the stated grounds of objection and rejection have been properly traversed, 
accommodated, or rendered moot. Applicants therefore respectfully request that the Examiner 
reconsider all presently outstanding objections and rejections and that they be withdrawn. 
Applicants believe that a full and complete response has been made to the outstanding Office 
Action and, as such, the present application is in condition for allowance. If the Examiner 
believes, for any reason, that personal communication will expedite prosecution of this 
application, the Examiner is invited to telephone the imdersigned at the number provided. 

Prompt and favorable consideration of this Amendment is respectfully requested. 



Date: September 16, 2005 
HOWREY LLP 

2941 Fairview Park Drive, Box 7 
Falls Church, VA 22042 
(703) 663-3600 
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